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Claims l -S, 7, 11 anci 1:5-16 are pending Iri tlHS application* 

The Rdections under 35 U.S,C, gH2 

L Glaijniir 1-5 mid 7-16 ai^ rejected under 35 P.S.C § Vl2 fe^ In particular 

the Office Aelion statg^s that tJie sp^ciiicatioti Mis to r<iC]te or support ''A porous body 
^^ompn^ing a porous sericifj $kektan conBtttutent'', The Exaitirner t^eommends amending lines 1 
Md 2 of claim 1 thread poronsbbdy eonsisdngof ap^c^ skeleton foniied of a materiai 
coBsistiiigofsericio... - Claim 1 is amended in accordance with iliis re^iommendation. 

Claim 4 ii? amended to be placed into Independent hmi with reeopmended recitations 
in claim L Claim 4 is Mther ainendi^d to reciie ih the functional subsiance is inimobili^d in 
the skeleton. 

CI aim 1 5 is amended to con ect a typogfapMcal error pertaming to tbe iippor level o f the 
TOoleeular weight range and additionally inchides the fecitatjon of the recjoveiy rale after 
eo;mpre$sion. 

Claim Id is ainended to correct the iyp0gfa^ the upper level of themoiecuiar 

weight range. R^considermbn aiM withdrawal of the rejection are respeetlidiy requested. 

2, Claims i-5, 7^i4 a^l 16 arerejecledunderSS U^^C, §li 2, second paragraph as bein^^ 
indefinue: It is respeetfidly submitted that the amendtncnts to the claims as descnbed above with 
reference to 35 U.SX. §112, first paragraph obviate the necessity for any tether amendments in 
connection with tbis releetion under 35 U :S.Cv §1 12, second paragraph- 
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ReeonsMemtian and withdmwl of the r^yeciioii are mspectMly i^qiicsicd. 

The Rejections under Prior Art 

Claims i-5 and 744 are re^jeoicd imd^^r 35 U J^C. § iD3(a) as being obvious ovqr 
Vyakamanvet al. {U;S. Fateiii No. 6,365J49) in view of Tsubouchj et al CILS. Patent No- 
7,1 } 5.388). Claim I amended to more clearly to recite thM the |>orous body consists a 

The Examiii^jr alleges that Vyakariiam ct al disclose porous fomn scaflbldinp repair 
or rcgeTiemfion of tissue and ''Various proteins and Uwrapeuiic agents can be added to the Ibaois 
during processing, adsorbed o^to Ihe $wr&ce^ or back filied into the foams afier the foaiiis are 
made (cqi 17, lines 39-67)''. 

Firstly; the yaiious proteins aM therapetitic agents stated above are additional ingredients 
be added to the fbanvand do not consti tote the skeleton of the foam- 
Secondly, the foam of VvHtoia^^^^ et ah is made fram a blend of two or more strucmrally 
diflcrent pdlyiners of whieh one is an. E-eapmlactone^containing polymer. 
In ExampJe I, the porous skeleton is composed of PCL and P(3A. 
In the present invention* the porous skeleion consists of setiein. The porous skeleton of 
the present invention is not niade fmm two or more siruciurally diiB^rent polymers and the two or 
more diffcreiu polyniers which eonstltute the porous skeleton of Vyakamam et af . are not 
proteins* Mbreover, serid^^ or its equivalent subst^inoe is not disclosed at all therein and thus the 
porous body claimed in clairri. I is far Mm the porous bodies disclosed in ¥yakamam et ah 



Repiy to fe ii nal Office? Action o f Dec embef 30. 2009 

The Gilce Action stotes that a g<?l resultmg firom gelling saricui or l;h^2^ pol\^epti<le 
theretom wilJ infem^tly have a i-^covciy after compress^^ required by cblm L ^Fo the 
con{ran^ ihc^ claimed reco ven- i s not bherent Itv Tsubouehi disclosure , 

A finding of inherency mjuirestliat a publication necessarily and inevitably disctoses 
alkgedly inherent subject matter, THntefi Indmmes Inc. v. jP&p'-U^.A Corp. , 295 F.3d 1292, 

63 USFQ2d :) 597, 1599 (Fed. Gir, 2002) f 'Inherenl aniiciption rectwires tiiat the missing 
descriptive material is 'necessadiy prfeseni', not merely piobably or posssMy preserjt, in the prior 
art'*) (qming^J r& Habertsm m ¥3d 7M, 745, 49 USFQ2d 1946, 1950-51 (Fed. Cir, 1999)); 
GiaxQ. he. v. Novopharm lid, S30 F.Supp. 871, 874, 29 ySFQ2d i 126, I I 2S 1993) 
("In order tbf a claim to be inlisrent in the prior mi, ilk not sufScienl that a person fbilowiag the 
di^ctpsure someiimes ohtain the result set forth in the claim, it must invaiably iiappen.") (citing 
Standard 0(1 v. MQmedkathmA E2d 356, 372, 212 IJSPQ 327 (3rd Cir. 1981), aJH 52 F.3d 
1043, 34 USfQ2d 1565 (Fed. Gir, mS),cerhdetL SimS. m um5)};Kropu v, R0h^^^^^ 
F.2d }§Q, 154^55, §S OSPQ 47S, 483 (CCFA 1951) ("...Inherency doe^ not rtnean that a thing 
might happen, one out of twenty times-. 

(cltatbos omitied); mmgirg v. Kemnm\ 102 F,2d 212, 214, 40 USi>Q 665, 667 (CCPA 1939) 
(" [ An appIiciiHt] miJy disclose the invention by drawings, by the use of language, or he may 
disclose it by reciting and teaching suph subjeet matter a.^ will Inherently do the thing or possess 
the quality which is claimed for it. Inherency, however, may not be established by prol5abiHties 
or posstbilities. The mere fact that a certain thing mm result from a given set of circ«rastmces is 
not sufficient. It; however, the disclosiife is ^mfficient to show that the natttral result tlowing 
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from th^ opgmtion as taught would resufl in the perlbmiai^ce iaf the questjanad Binctipii^ ii mmm 
to be well settkd thai tlie disclosure should be regarded as sufficient/^ (c^itaiioM amitted; 
emphasfe in origiml) (qMoted wHttapproviiliaj^^ re Oe/>w/z, j66 F.M 5tl, 212 USPQ 323, 
326 (CCPA 19^^^^^ 

In the present instance th^ sia^ depends upon tte method oCmakiiig iJie ge 

and the mpleciilar weight of the senem. TsuboucM doc?s no t disetoae m^khig a p0rous body by 
gelliiig mi aquepns solutiou of sencm^ freezing and then thawing th^^ liozen gel, foHo^^ed by 
removing water. The gel 0f Tsiibouehi is not a porous body and does not hmo a recovery alter 
eompressien as repaired by claim I . Moreaver, Tsubouchi teaches the use of sericin having a 
moiecuiar weight of !C),C)O0, which is below the mmumnm moleedar weight of 30,000 as 
required by claim L As noted at page 6 hnes I O-^l 6, if the serioin has a molecular weight below 
30,000 it cannot eonstitute a porous body havmg the required strength. 

Accordingiy, T$iibp«ehi does not inherentiydisclase the reeovery from compression as 
required by claim L 

There is nd^ jiiati vation in either Vy^ et al or Tsubouehi io cpmbine their 
teaehings. Bui, evee if the proteins disclosed in Vyakaroani el al were to be replaced with 
sedein dkdosed in TsuboucM, the resnhs would not he a porous skeleton consiMing of ^tjnein 
biJt a porpiis skeieion inade by two or more diflereni poiyniers coated with sericin> 

Aecordingly, none of the clainvs ate rendered obvious by Vyakamam et aL or Tsuhouchi 
whether taken mdivxduallyor hvconibjnatb^ Eoeonsideraiion ^nd withdrawal of the rejection 
are resp ectfiil ly requesied. 
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For at feast the reasons slat<^4 iibove. a! ! of the pendi ng dmms am subimtled to be hi 
conditiori for a!iowaiii:e, the smne being : respectfully i^qaesle^ 

Respectftilly submittedv, 

Adrian Calderone 
R^g. No, 31,746 
Altomey ibr Applicantfs) 
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